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DETAILED ACTION 



Applicant's Response 

In Paper No. 4, Applicant amended the Specification, amended Claims 1 , 1 1, 23, 
26 and 29, added new Claims 31 and 32, and argued against all objections and 
rejections previously set forth in Paper No. 3. 

The objection to the Specification and all rejections previously set forth in Paper 
No. 3 are withdrawn. The objections to Claims 1 and 29 are also withdrawn. 



Claim Objections 

Claim 10 is objected to because of the following informalities: 

• the specification describes this portion of the present invention from Page 7, Line 
31 to Page 8, Line 4 and indicates that the alternative corrections are entered by 
the user However, Claim 1 , from which Claim 10 depends, recites that the 
updating of the static list is done by the computer Accordingly, Claim 10 does 
not accurately describe the invention. 

Claims 10 and 12 are objected to because of the following informalities: 

• the phrase "an alternate" in Line 2 in Claim 10 should be amended to — the — 
and the term "the" in Line 3 should be amended to — an alternate — because it 
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is the "correctly spelled word" that is replaced with an "alternate correctly spelled 
word"; Claim 12 has the same problem. 

Claim 13 is objected to because of the following informalities: 
• the term "alternate" in Line 6 should be deleted because it is the "correctly 
spelled word," not the "alternate" correctly spelled word, that is replaced in the 
static update list. 

Claim 25 is objected to under 37 CFR 1 .75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Claim 25 fails to 
further limit the subject matter of Claim 24 because every "counter" (Claim 24, Line 2) 
inherently includes an "incrementer" that "increments" the counter (Claim 25, Line 2). 
Applicant is required to cancel the claim(s), or amend the claim(s) to place the claim(s) 
in proper dependent form, or rewrite the claim(s) in independent form. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 9 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 

for failing to particularly point out and distinctly claim the subject matter which applicant 

regards as the invention. 
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Claim 9: 

The claim recites the limitation "wherein removing the misspelled word and 
entering the correctly spelled word is done by a user' in Lines 1-2. This limitation is 
indefinite as explained below. 

Claim 9 depends from Claim 8 and further defines the step of "removing the 
misspelled word and entering the correctly spelled word" (see Claim 9, Lines 1-2). 
These steps are expressly recited in Claim 8 (see Lines 3-4). Claim 8 depends from 
Claim 1 and further defines the step of "receiving a corrected spelling" (see Lines 1-2). 
This step is expressly recited in Claim 1 (see Line 6). Claim 1 also recites that the 
method is "executed by the computer" (Line 3). 

Accordingly, the above limitation of Claim 9 does not correspond with Claim 1 
and is thus indefinite. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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Claims 1-32 are rejected under 35 U.S.C. 102(e) as being anticipated by Walfish 
et al., U.S. Patent No. 6,047,300. 
Claim 1: 

Walfish discloses a method for updating a static update list of pairs of misspelled 
and correctly spelled words in a document with a spell checking program on a computer 
(see Column 13, Line 60 through Column 14, Line 41), the method comprising: 

• parsing a misspelled word as entered into the document (see Column 2, Lines 
65-67); 

• verifying that the misspelled word is not spelled correctly (see Column 2, Lines 
65-67); 

• receiving a corrected spelling of the misspelled word (see Column 3, Lines 31- 
33); and 

• updating the static update list of pairs of misspelled and correctly spelled words 
(see Column 3, Lines 34-47 - the invention automatically adds corrected word 
pairs to the AutoCorrect List). 

Claim 2: 

Walfish discloses the method according to Claim 1, wherein updating the static 
list includes tracking a measure of how useful it would be to add the misspelled word 
and the correctly spelled word to the static update list (see Column 13, Line 60 through 
Column 14, Line 10; see Column 3, Lines 48-62 - Walfish discloses a "tracking 
measure" in that: 1) if a misspelled word is replaced with a replacement word, then the 
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corrected word pair is added to the AutoCorrect List; and 2) if the user rejects a 
replacement word in favor of the original word, then the original word is placed in the 
Exceptions List and the corrected word pair is not added to the AutoCorrect List; these 
features "track a measure of how useful it would be to add the misspelled word and the 
correctly spelled word to the static update list"). 

Claim 3: 

Walfish discloses the method according to Claim 2, wherein tracking a measure 
includes incrementing a count of how many times the misspelled word has been parsed 
and the correctly word received (see Column 13, Line 60 through Column 14, Line 10 - 
Walfish discloses "incrementing a count of how many times the misspelled word has 
been parsed and the correctly word received" in that the corrected word pair is added to 
the AutoCorrect List when the count reaches one). 

Claim 4: 

Walfish discloses the method according to Claim 3, wherein updating the static 
update list includes adding the misspelled and correctly spelled words to the static 
update list if the count of how many times the misspelled word has been parsed and the 
correctly spelled word received exceeds a threshold (see Column 13, Line 60 through 
Column 14, Line 10 - the corrected word pair is added to the AutoCorrect List when the 
count exceeds the threshold of zero). 
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Claim 5: 

Walfish discloses the method according to Claim 1, wherein updating the static 
update list of pairs of misspelled and correctly spelled words includes storing the 
misspelled word and correctly spelled word in a dynamic update list (see Column 6, 
Line 28 through Column 1 3, Line 57 - after the third stage of the replacement test, the 
corrected word pair is stored in a "dynamic update list" before it is subsequently added 
to the AutoCorrect List). 

Claim 6: 

Walfish discloses the method according to Claim 5, wherein updating the static 
update list of pairs of misspelled and correctly spelled words further includes updating 
the static update list of pairs of misspelled and correctly spelled words from the dynamic 
update list (see Column 13, Line 60 through Column 14, Line 41 - the AutoCorrect List 
is "updated fro the dynamic update list" in that corrected word pairs are added to the 
AutoCorrect List from the "dynamic update list"). 

Claim 7: 

Walfish discloses the method according to Claim 1 , wherein verifying that the 
misspelled word is not spelled correctly includes finding that the misspelled word is not 
in the static update list of pairs of misspelled and correctly spelled words (see Column 
6, Line 38 through Column 7, Line 10 - the invention is an automatic spell checker that 
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will find that the misspelled word is not in the AutoCorrect List but still verify that the 
word is misspelled, as explained in the cited text). 

Claim 8: 

Walfish discloses the method according to Claim 1 , wherein receiving a corrected 
spelling includes: 

• removing the misspelled word from the document (see Column 13, Lines 50-58); 
and 

• entering the correctly spelled word into the document (see Column 1 3, Lines 50- 
58). 

Claim 9: 

Walfish discloses the method according to Claim 8, wherein removing the 
misspelled word and entering the correctly spelled word is done by a user (see Column 
1, Line 1 through Column 24, Line 12 - the invention discloses this limitation, as 
indicated in the cited text). 

Claim 10: 

Walfish discloses the method according to Claim 1 , wherein updating the static 
list of pairs of misspelled and correctly spelled words includes replacing the correctly 
spelled word for the misspelled word in the static update list with an alternate correctly 
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spelled word (see Column 1, Line 1 through Column 24, Line 12 - the invention 
discloses this limitation, as indicated in the cited text). 



Claims 11, 12 and 16- 22: 

These claims merely recite computer software that performs the method of 
Claims 1,10, 7-9 and 2-5, respectively. Thus, Walfish discloses every limitation of 
these claims using the same rationale specified in the above rejections. 

Claims 13: 

Walfish discloses the computer-readable medium containing a program 
according to Claim 12, wherein the updating software further includes: 

• presentation software to present a user with a choice of the correctly spelled 
word and the alternate correctly spelled word as the correction for the misspelled 
word; 

• second reception software to receive from the user a selected correction word; 
and 

• substitution software to substitute the selected correction word for the alternate 
correctly spelled word in the static update list (Column 1 , Lines 29-43 - the prior 
art discloses each of these steps, as specified in the cited text). 



Claims 14: 
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Walfish discloses the computer-readable medium containing a program 
according to Claim 13, wherein: 

• the presentation software includes display software to display a dialog box on 
screen; and 

• the second reception software includes reception software to receive a selection 
in the dialog box from the user (Column 1 , Lines 29-43 - the prior art discloses 
each of these steps, as specified in the cited text). 

Claims 15: 

Walfish discloses the computer-readable medium containing a program 
according to Claim 13, wherein: 

• the second reception software includes third reception software to receive from 
the user the rejection of both the correctly spelled word and the alternate 
correctly spelled word (Column 1 , Lines 28-43 - the prior art discloses this step, 
as specified in the cited text); and 

• the substitution software includes removal software to remove the misspelled 
word and both the correctly spelled word and the alternate correctly spelled word 
from the static update list (Column 14, Line 44 through Column 18, Line 30 - the 
spelling embodiment "removes" the correctly spelled word and the alternate 
correctly spelled word from the static update list in that it adds the "exception" 
word to the Exceptions List, thereby disabling the spelling embodiment from 
automatically replacing the "exception" word with its "correct" spelling). 



Application/Control Number: 09/537,965 Page 1 1 

Art Unit: 2178 

Claim 23: 

Walfish discloses an apparatus for correcting misspelled words in a document, 
the apparatus comprising: 

• a computer; 

• a document editor program executable on the computer; 

• a spell-checking program executable on the computer in conjunction with the 
document editor program (see Column 1, Line 1 through Column 24, Line 12 - 
the invention discloses a computer with a word processor that has a spell 
checker); 

• a static update list of pairs of first misspelled and known correctly spelled words, 
the static update list stored on the computer (see Column 3, Lines 34-47 - the 
AutoCorrect List that is stored on the computer includes pairs of "first" misspelled 
and known correctly spelled words); 

• a dynamic update list, the dynamic update list stored on the computer and 
including pairs of second misspelled words and possibly correctly spelled words 
(see Column 6, Line 28 through Column 13, Line 57; see Column 18, Line 31 
through Column 19, Line 19 - the "second" word pairs are added to and stored in 
a "dynamic update list" stored on the computer, as indicated in the cited text); 
and 

• a measure for each pair of second misspelled words and possibly correctly 
spelled words indicating whether it is worth adding at least one of the pairs of 
second misspelled words and possibly correctly spelled words to the static 
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update list (see Column 13, Line 60 through Column 14, Line 10; see Column 3, 
Lines 48-62 - Walfish discloses an "indicating measure" for the "second" word 
pairs in that: 1 ) if a misspelled word is replaced with a replacement word, then 
the corrected word pair is added to the AutoCorrect List; and 2) if the user rejects 
a replacement word in favor of the original word, then the original word is placed 
in the Exceptions List and the corrected word pair is not added to the 
AutoCorrect List; these features "track a measure of how useful it would be to 
add the misspelled word and the correctly spelled word to the static update list"). 

Claim 24: 

Walfish discloses the apparatus of Claim 23, wherein the measures of the 
dynamic update list are counters (see Column 13, Line 60 through Column 14, Line 10 
- Walfish discloses "counters" in that the "second" word pair is added to the AutoCorrect 
List when the count reaches one). 

Claim 25: 

Walfish discloses the apparatus of Claim 24, the apparatus further comprising an 
incrementer incrementing the counters of the dynamic update list (see Column 13, Line 
60 through Column 14, Line 10 - Walfish discloses an "incrementer" in that the "second" 
word pair is added to the AutoCorrect List when the counter is incremented by one). 
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Claim 26: 

Walfish discloses the apparatus of Claim 23, the apparatus further comprising a 
first update unit for updating the static update list from the dynamic update list (see 
Column 3, Lines 34-47 - Walfish discloses a "first update unit" in that the invention 
automatically adds corrected word pairs to the AutoCorrect List). 

Claim 27: 

Walfish discloses the apparatus of Claim 23, the apparatus further comprising a 
second update unit for updating the dynamic update list from the document editor 
program (see Column 6, Line 28 through Column 10, Line 10; see Column 13, Line 60 
through Column 14, Line 41 ; see Column 18, Line 33 through Column 19, Line 19 - 
Walfish discloses a "second update unit" that updates the "dynamic update list" from the 
word processor in three ways: 1) the "dynamic update list" is continuously updated 
throughout the replacement test; 2) the "dynamic update list" is "updated" after a word 
pair is added to the AutoCorrect List from the dynamic update list; and 3) the "dynamic 
update list" is "updated" when "replacement word pairs" are added to the replacement 
notice, as indicated in the cited text). 

Claim 28: 

Walfish discloses a data structure in a computer memory device for storing a 
dynamic update list of correctly spelled words as replacements for misspelled words , 
the data structure comprising: 
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• a series of entries (see Column 6, Line 28 through Column 13, Line 57; see 
Column 18, Line 31 through Column 19, Line 19 - the "entries" are word pairs 
contained in a "dynamic update list" stored on the computer, as indicated in the 
cited text), wherein each entry includes: 

o a misspelled word (each "entry" includes a misspelled word, as indicated 
in the cited text); 

o a correctly spelled word (each "entry" includes a correctly spelled word, as 
indicated in the cited text); and 

o a measure indicating whether it is worth adding the misspelled word and 
the correctly spelled word to a static update list (see Column 13, Line 60 
through Column 14, Line 10; see Column 3, Lines 48-62 - Walfish 
discloses an "indicating measure" for the "second" word pairs in that: 1) if 
a misspelled word is replaced with a replacement word, then the corrected 
word pair is added to the AutoCorrect List; and 2) if the user rejects a 
replacement word in favor of the original word, then the original word is 
placed in the Exceptions List and the corrected word pair is not added to 
the AutoCorrect List; these features "track a measure of how useful it 
would be to add the misspelled word and the correctly spelled word to the 
static update list"). 
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Claim 29: 

Walfish discloses the data structure of Claim 28, wherein the measure indicating 
whether it is worth adding the misspelled word and the correctly spelled word to the 
static update list includes a counter storing the number of times the correctly spelled 
word replaced the misspelled word (see Column 13, Line 60 through Column 14, Line 
10 - Walfish discloses a "counter" in that the corrected word pair is added to the 
AutoCorrect List when the count reaches one). 

Claim 30: 

Walfish discloses the data structure of Claim 28, wherein the entries are 
organized to optimize searching, insertion and deletion (see Column 1, Line 1 through 
Column 24, Line 12 - the invention discloses this limitation, as indicated in the cited 
text). 

Claim 31: 

This claim merely combines the limitations of Claims 1 , 2 and 5. Thus, Walfish 
discloses every limitation of this claim as indicated in the above rejections for Claims 1 , 
2 and 5. 
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Claim 32: 

This claim merely recites computer software that performs the method of Claim 
2. Thus, Walfish discloses every limitation of these claims using the same rationale 
specified in the above rejection for Claim 2. 



Response to Arguments 

Applicant's arguments with respect to Claims 1-12 and 16-22 in regard to the 
admitted prior art have been considered but are moot in view of the new ground(s) of 
rejection. 

Applicant's arguments with respect to Claims 23-30 in regard to Neilsen have 
been considered but are moot in view of the new ground(s) of rejection. 

Applicant's arguments filed 12 February 2004 that attempt to distinguish 
Applicant's invention from Walfish have been fully considered but they are not 
persuasive. 

Arguments for Claims 2 and 19: 

Applicant argues that Walfish fails to disclose a tracking measure. Applicant 
states that Walfish might disclose this feature if the claims had recited how useful it 
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would be to keep a word pair out of the static update list. Applicant further argues that 
Walfish does not include a tracking measure for the pair of words because it lists only 
words that are not to be corrected despite being "misspelled." Finally, Applicant argues 
that the method of the claims is operable by a computer and thus the user of the 
present invention does not make an overt indication that the word pair be tracked by the 
tracking measure. In contrast, Applicant argues, the tracking measure in Walfish 
requires user involvement. See Applicant's Arguments - Paper No. 4; Page 12, third 
full paragraph. 

Examiner disagrees. 

The pertinent language of the claims reads: "wherein updating the static list 
includes tracking a measure of how useful it would be to add the misspelled word and 
the correctly spelled word to the static update list." This limitation reads on the example 
for the word "theatre" illustrated in Walfish at Column 14, Line 56 through Column 16, 
Line 10. 

The "misspelled" word is evaluated by the replacement test, the replacement 
word "theater" is selected, and the word pair is placed into the "dynamic list." The 
"tracking measure" (i.e., the Exceptions List) is then used to determine "how useful it 
would be to add the [word pair] to the static update list." If the "misspelled" word is on 
the Exceptions List, then it would not be "useful" to add the word pair to the static 
update list (i.e., the AutoCorrect List). If the "misspelled" word is not on the Exceptions 
List, then it would be "useful" to add the word pair to the AutoCorrect List. Thus, the 
"tracking measure" does apply to the "pair of words." 
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This example illustrates that the "tracking measure" requires no user 
involvement, provided the "misspelled" word is already on the Exceptions List. That is, 
if the word "theatre" is already on the Exceptions List, then referenced invention will go 
through the steps to determine how "useful" it would be to add the word pair to the static 
update list, as illustrated in the example. 

Finally, Applicant's statement that Walfish might disclose this feature if the claims 
had recited how useful it would be to keep a word pair out of the static update list is 
practically an admission that Walfish discloses the limitation. For if the "tracking 
measure" in Walfish determines how useful it would be to keep the word pair out of the 
static update list, then it also inherently determines how useful it would be to add the 
word pair to the static update list. 

Applicant's arguments filed 12 February 2004 - in response to the objections to 
Claims 10, 12 and 13 - that attempt to prove that the claims accurately describe 
Applicant's invention have been fully considered but they are not persuasive. 

Arguments for Claims 10, 12 and 13: 

Applicant argues that there are three "the" words in Claim 10, Line 3 and that the 
examiner has been unclear as to which of these words should be replaced. Applicant 
further argues that the suggest amendments are wrong for two reasons: 1 ) they would 
create an antecedent basis problem with respect to the phrase "alternate correctly 
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spelled word"; and 2) they would not accurately describe the invention. See Applicant's 
Arguments - Paper No. 4; Page 9, fourth full paragraph through Page 10, first full 
paragraph. 

Examiner disagrees. 

Firstly, when the entire objection and Claim 10 are read together and fully 
considered, it is clear which "the" should be amended. Secondly, Applicant's 
interpretation of the claim incorrectly does not correspond with the Specification, as 
explained below. 

Claim 1 recites: "updating the static update list of pairs of misspelled and 
correctly spelled words by the computer" (emphasis added). Thus, each word pair 
includes a "correctly spelled word." Claim 10 depends upon Claim 1 and recites: 
"wherein updating the static list of pairs of misspelled and correctly spelled words 
includes replacing an alternate correctly spelled word for the misspelled word in the 
static update list with the correctly spelled word' (emphasis added). 

This embodiment of the present invention is discussed on Page 6, Lines 10-19 of 
the Specification. Lines 17-19 recite: "[t]he user then has the option of keeping the 
original correction in the static update list, [or] replacing the original correction with the 
user's alternate correction" (emphasis added). Thus, the "original" is replaced by the 
"alternate." In other words, the "correctly spelled word" is replaced by the "alternate 
correctly spelled word." 

For Applicant's convenience, the examiner attaches a proposed amendment for 
Claim 10: 
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1 0. The method according to Claim 1 , wherein updating the static 



update list of pairs of misspelled and correctly spelled words includes 



replacing the correctly spelled word with an alternate correctly spelled 



word. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Doug Hutton whose telephone number is (703) 305- 
1701 . The examiner can normally be reached on Monday-Friday from 8:00 AM to 5:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Heather Herndon, can be reached at (703) 308-5186. The fax phone 
number for the organization where this application or proceeding is assigned is (703) 
746-7239. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 305- 
3900. 



WDH 

April 23, 2004 



HEATHER HERNDON 
SUPERVISORY PATENT EXAMINER 
TECH CENTER 2100 




